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DETAILED ACTION 

Response to Arguments 

In response to Applicant's arguments in the response filed 27 December 2007, 
the specific grounds of rejection have been changed and the finality of the last action 
has been withdrawn. The new grounds of rejection are set forth below. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 and 
103 that form the basis for the rejections made in this Office action: 

35 USC 102(b): A person shall be entitled to a patent unless - 

the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

35 USC 103(a): A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in which the invention was made. 

Claims 38-44 and 46-57 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 5,330,482 (Gibbs et al.) (cited by Applicant) or, alternatively, under 35 
U.S.C. 103(a) as being unpatentable over Gibbs et al. 

Gibbs et al. disclose a medical device for use in a body lumen comprising a thin, 
self-expanding, shaped body 70 formed from struts 12 having a compressed state and 
an expanded state (see, e.g., Fig. 4). A method of forming the device from nickel- 
titanium alloy is disclosed (see, e.g., col. 3, line 17 - col. 4, line 17). A sheath 79 
encloses the body. The device is formed from nickel-titanium alloy, as claimed, and 
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accordingly, is considered to comprise the same claimed characteristics. It is noted that 
the device of Gibbs et al. is not heat treated until after the basket portion has already 
been formed (see col. 3, lines 43-45). Accordingly, the forming prior to heat treatment is 
cold forming. Therefore, being the same material and being cold formed, it appears that 
the material would exhibit the same characteristics and properties as the material 
disclosed by Applicant. However, even if the material disclosed by Gibbs et al. is not 
identical to that disclosed by Applicant, it would have been obvious to a person having 
ordinary skill in the art to have provided any known material, since it has been held that 
selecting a known material on the basis of its suitability for the intended use is a matter 
of obvious design choice. In re Leshin, 125 USPQ 416. Regarding the particular 
metallurgic treatment given to the material, it is noted that a person of ordinary skill in 
the art would find it obvious to apply a known treatment such as cold forming in a 
martensitic phase and then stress relieving the material, as this would merely involve 
the application of known treatments that are commonly performed on metals. As the 
processes are well-known, the person of ordinary skill in the art could be expected to 
apply them to the metal to be used to optimize its characteristics for a variety of 
applications and patient and/or market needs. Likewise, determining a transformation 
temperature of 37 degrees Celcius, or a range of appropriate transformation 
temperatures, would have been further obvious because it has been held that 
discovering optimum or workable ranges involves only routine skill in the art. In re Alter, 
105 USPQ 233. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 45 and 58 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 5,330,482 (Gibbs et al.)- 

Gibbs et al., either alone or as modified, disclose the claimed invention except for 
explicitly disclosing that the nickel-titanium alloy can comprise a ternary element such 
as palladium, platinum, chromium, iron, cobalt, vanadium, manganese, boron, copper, 
aluminum, tungsten, tantalum, or zirconium. Nevertheless, it would have been obvious 
to one having ordinary skill in the art at the time the invention was made to have 
provided the alloy with a ternary element such as palladium, platinum, chromium, iron, 
cobalt, vanadium, manganese, boron, copper, aluminum, tungsten, tantalum, or 
zirconium, for example, to have greater control over the physical characteristics and 
properties of the material, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice. In re Leshin, 1 25 USPQ 416. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Comstock whose telephone number is (571) 272- 
4710. Please leave a detailed voice message if examiner is unavailable. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Eduardo 
Robert can be reached at (571 ) 272-4719. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/DC/ 

/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



